u u i«toi99B3 TO: 17(338729306 P:8'19 

JUN- 10-2004 09:39P FROM: lei mbach 15853819983 

BEST AVAILABLE COPY 

REMARKS 

The Applicant docs not bdieve that e*y of the ac»mpanyi» e response 

The Final Office Action dated Apnl 26, 2UU* nas oeen 

objected to by the April 26, 2004 Final Office Acbon. 

Tte Ux^maded K Apri.26,2<mFioa.Offic,A« 0 o„fin al b aS «don*e 

§706.07 details **» a Find Rejection is proper on second action. 

^ the ^^^rr^SnSn submitted in an intonation 

Ik, previous amendment submitted Mar* 1 1. 2004 by *e AopHcan, amend*. 
to Cain, 3 - broaden* by theMatcb 1 V.2004 ^l'"""'' 

CUin.3-broad.edb 
^endment.otrcclai.ns. . — 'T^^l 

^^^r^Vycon^^nCUint, 
Claim 18 the holding of finality »« premature. 

f The Appiicant, respectfully, quests M «hc PnWy Examiner recorder ft. hoKhag of 

Withdrawn. 

IteMMOT*-*— basbaenmad* . tuUy respond to a Final Office 
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Action. *hich finality k Mr ***** » * ^ » U ^ * 

Applict, thereto reasonably «•*■» « H— * - ^ ° 



action* 



UK Office Action reject* Claims 8, It and 12 unto the provisions of 35 U.S.C. 
etote^n^whid.app.ic^^a.^i.vcndon. The Examiner ante, that the 

/ wbetncrtephn^isp^otlhcclaiaKdinvcntion. Ms .ejection also —d— • 
■J rejection. The term "paruculndy a DVR disc" in Claims » and 14 was present beta. the 
Appticartrnade the previa response. 

.fchold^of^ispcemaure. TneAppUenn.n^Fec.n*^^^^^ 
E^^der the holding finality ofthe April 26, 2004 Office Acho. and matthc 
finelhyoftheApra26;2004 rc .ieetionte W itl«lr a "n. 

TheApplieen.^dUtetoPoW^^^^ 000 * 0 ^ 58 "'' 6 "^ 

a, wn8 ,U^a n ew^,».^^no.n«ee«^byA P pUenn.-a m cnd 1 nent The 
, prions amendment to Claim 5 sunply rearranged th. wording i „a m annerd«re S nHed ,n n 0 

being approximately 50 result in a new rejection using BydtiSLttM against Clam, 6 tn «s 
LbeenmndeeaHier. mpr«vio» 8 amendm CT .hada re ^ofC to s 5 and6u.to*e 
pm v M oosof35U.S.C. 5 >02(b>as^ 

to Claim 6 sim* removed me reckon of *e predetermined ^«J" 
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The Applicant would like to point out thai the rejection of Claims 7 under the 
provisions of 35 U-S.C. §103(a) as being unpatentable over BJasago in view of TjuclumetaL 
and further in view of Hosova constitutes a new rejection that was not necessitated by the 
previous ameodmcnL made by the Applicant. The previous amendment did not change Claim 7 in 
any manner whatsoever. Claim 7 depends from Claim 5. The previous amendment to Claun 5 
/ rearranged the wording in a manner that rented in ™ substantive charge. The previous Office 
Action contained a rejection to Claims 7 under the provisions of 35 U.S.C. §103(a) has being 
obvious over a JsuchiyaetaL in view of Hosoya, As previously stated, the previous amendment 
to Claim 5 does not result in any substantive changes. The previous amendment U> Claim 5 d.d 
not necessitate a new rejection. The Applicant respectfully request, that that the Primary 
Examiner reconsider the holdmg of finality of the April 26. 2004 Office Action andlhaltbe 
finality of the April 26, 2004 rejection be withdrawn. 

The Applicant would like to point out that the rejection of Claims 8 under the 
provisions of 35 U.S.C. §103(a) as being unpatentable over Tatogamvicwof T^uchff^ 
and further in view of Hosoya consitutcs a new rejection that was not necessitated by the . 
previous amendment made by the Applicant The previous amendment did not change Claim 8 
did not make any substantive changes. The previous amendment to Claim 5 rearranged the 
1/ wordmgmamannermatresultedinnosubstantivcchange. The previous Office Actton 

contained a rejection*. Claim 8 under ^provisions of 35 U.S.C. § 103(a) has being obvtous 
over algycbiyaeLal. in view of Hosoya. As previously stated, the previous amendment to 
Claim 5 does not result in any substantive changes. The previous amendment to Claim 5 did not 
necessitate a new rejection. Claim 8 depends from Claim 6. The previous amendment to Claim 6 
also did nothing to necessitate the new rejection rn^e by the Final Office Action and the new 
rejection does nothing to address the changes made U> Claim 6. Therefore, the holding of finality 
is premature. The Applicant respectfully requests that that the Primary Examiner reconstder the 
holding of linality of the April 26, 2004 Office Action and that the finality of the April 26, 2004 

rejection be withdrawn. 

The Final Office Action objects to Claims 9-12. The Exaniiner states that 
the Claim 9 recites steps of "optionally" entering tracks in an alarm list and storing the 
/ alarm list inapplicable". The Examiner further stales that Claim 1 1 contains the phrase 
-optionally". Tne Examiner stales that the use of the foregoing terms suggest that these 
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limitations are not necessary. The Applicant respectfully disagrees. The foregoing 
limitations provide limiting features. Moreover, the same terms were present before the 
last (non-final) office action. The Examiner previously in a mm-Dnal office Action 
should have addressed the objection discussed above. The Applicant cannot make 
amendments in response to a final office action as a matter of right The abovc^iiscussed 
objections constitute new objections that should have been raised earlier. Accordingly, 
ihu Applicant respectfully declines to make the suggested changes because there is no 
guarantee that the amendment would even be entered. 

The Final Office Action objects to Claim 17 under the provisions of 35 
U.S.C. §1.75{c), as being of imptoper dependent fonn for failing to further limit the 
subject matter of a previous cliiim. The Examiner stairs thai Claim 17 is drawn to a 
recording device and is improperly dependent on Claim 16, drawn to a method. The 
Examiner further claims that specifying a "control uoif \ as carrying out a method docs 
/ not recite what arc the actual functi ons of the "control unit". The Examiner objects to 
Claim 17 because it is alleged that Claim 17 does not further limit Claim 16. The 
Applicant, respectfully, disagrees. The additional limitation of a controller being 
configured to perform the method of Claim ledc^fijrtr^liinitClaim 16. Tbe function 
of the controller is to perform the method of Claim 16. Therefore, the Applicant decline 
to amend Claim 17 in view of this objection because the Examiner has not provided a 
reasonable basis for this requirement 

Tbe Offiee Action rejects Claims 8, 11 and 12 under the provisions of 35 
U .S.U §1 12, second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention. The 
Examiner stales that the phrase "particularly a DVR disc" renders Claims 8 and 14 
indefinite because it is unclear whether the phrase is part of the claimed invention. The 
^ Applicant, respectfully, disagrees. Removal of this phrase would only tend to broaden 
these claims. However, this rejection constitutes a new rejection and the Applicant can 
not make an amendment as a matter of right. There is, simply put, no guarantee that the 
amendment would be entered. Therefore, the Applicant respectfully declines to remove 
this phrase from Claim 8 and 14. The Applicant, respectfully suggests that this rejection 
be made in a new, non-final rejection as this rejection is a new rejection that was not 
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necessitated by any amendment made by the Applicant. 

^Office Action rejects Claims ,,2, 13 and 14 under the p— of 35 

, • ^♦K.«« 5se nccofadetecL The Applet would like to 
0XS ^go^T^^^^ nCCOfn(i& tothedeterminingof^offttack 
^-nect&lly point out that the disclosure of Tjfcaus to * c *" g , . . « 

dcterminmgttthercisadefectinui, _ ^e^if therein off track 
disclosure of Takasaw . Takflaaaa examines the track signal „ ftWerralES 

dettnntad as being defective if to atonic value of the taking ^ exceed, a 
^v^ettatthet^^J'e^^ 



Serial No. 09/787,096 11 

PAGE 12/19* RCVD AT 6/10f2004 10:44:04 PM fEastern Daylight Timep SVRlUSPTO-EFXRF-KD* DNIS:8729306 « CSID:15853819983 * DURATION (mm-ss):07-56 




TO : 17038729306 P : 13 ' 19 

JUN-10-2004 09=*1P FROM: leimbach 15853819983 



t^fuUy. traversed. ',.„,,„„ 21 and 22 under .he 

provision,,^ 0*tt pOSW^^unpa.cn^c^I^^lW^^Z^ 

<fcviation> resulting in a signal ODOvetne range «s.»iH-.i~ 

, i ? anrf l X fsee column 5* line 47 to column 6, line 14). Therefore 
bytheomi^ofcornnaralMl?arril«(MMramii3, _,;„,,„ 

^,1^ m a« im um ^dev^onc^^ ughts*. . - *■ 
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^sentcd by multiple pulses. The present invention defines the tracking error parameter on 
page 1 0 of the specification as being |s|/Smau -here is the largest value for the tracing 
signal indicative of the greatest lateral deviation from the center of the track, and I Si is the 
absolute value of the received tracking signal. Itoagfi clearly discusses that the maximum 
lateral deviation occurs when the light spot is no longer within the' track Jere is no disclosure 
or suggestion vvithmT^ 

^^^^^^s^o\d. Accordingly, ibis rejection of Claims 3, 

15, 18 and 21 is respectfully traversed. 

The Applicant would like to respectfully point out that the above dl scussed this 
rejectionof Clai m s@ri^^is a new rejection that was not necessitated by the previous 
^endmentmade by the Applicant. The dements addressed in this rejection were present pnor 
the previous amendment made by the Applicant. For example, Claim . 8 is identical to Claim3 
pHorthetastamen^^ 

regarding Claims 3. / °™ Mr 

] Regarding Claims 4, 16, 19 and 22,jhe / Kxaminer thatl^e does not__ 

^^^i^^^^^^^ **** 50 ^ s md 7 * **■ 



r$,V,/ F^rn^eg^^ 

y ^ that the recited period of time is apr^m&ely 6& u^The Final Office Action docs not contend 
XfV u^utTjdcasagu.suggests implementing any ^me^going time periods. The Examiner has 
^~ - made the assertion that would have been obvious for a person of ordinary skill in the art of to 
choose any of the selected time periods because the Applicant has not disclosed any advantage, 
particular purpose or solving of any stated problem. The Applicant would like to, respectfully, 
pomtoutttetmeExanimerh^nolenn^^ In order to 

determine obviousness there must be some suggestion of motivaUon^fJ^priorHt^^e 
modification done by the Examiner in d^QfficS^SdflP. ™ e Examiner haS ™ tadvanced 
an^utfioxityto-i^ Action Oiat the foregoing rational 

is a proper rationale for determining obviousness. 

The MPEP at §2143 states that to "establish a.primafurie case of obyjousness^ 
three basic criteria must bo met. First, there must be some suggestion or motivation, either in the 
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ik, liable to one of ordinary AID in the art. 
/V disclosure. ,„«»<•<«.*, 947Md4»8,20U!.rv rfc liree foresee 

V A errors, l^gsgfi docs not peiromw 

ft. levant ««. . a defect Ust =** - ^ ^ , iManMy ^ 

1— — tiroes *p>- lte*Bl»*»«*f » c 

X \ V /Lp* M. *• «"" 8 ' eM ' exceeds *. vatu. WC «Um > 
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recording of each individual defect within a track. There is no suggestion or disclosure within 
/ Tsuchiya et al. for providing a threshold value to determine the nxiraberoftraek^. that arc affected 

by the same spot defect and only recording those defects that are at least as large as the 
^threshold. 

Regarding Claim 6, Claim 6 depends from Claim 5 which is previously discussed 
is believed to be allowable, therefore, Claim 6 is also believed to be allowable. 

The Applicant would like to point out that the rejection of Claims 5 and 6 under 
the provisions of 35 U.S.C. § 103(a) as being unpatentable over Takasaao in view ofTswhiya et 
ah is a new rejection thai was not necessitated by the previous amendment made by the 
Applicant. The previous amendment to Claim 5 simply rearranged the wording in a manner that 
resulted in no substantive change. The previous amendment to Claim 6 was a broadening 
amendment that eliminated the recitation of the number of track as to be skipped as being 
approximately 50. There is no reason to cite Tsuchiva et al against Claim 6 in its present form 
for not reciting that the number of tracts skipped is approximately 50. There is no reason why 
the combination of Takasa&o with Tsuchiva et al could not have been made earlier. The 
previous amendment had a rejection of Claims 5 and 6 under the provisions of 35 U.S.C. § 102(b) 
as being anticipated by T.suchiva et al. As previously stated, the previous amendment to Claim 
5 does not result in any substantive changes. The previous amendment to Claim 6 simply 
removed the recitation of the predetermined number of tracts between successive test tracts 
skipped being approximately 50 and the combination of Takasago with Tsuchiva et al. does not 
logically result from this previous amendment. 

The Final Office Action rejects Claims 7 and 8 under the provisions of 35 U.S.C. 
§ 103(a) as being unpatentable over the combination of Takasago with Tsuchiva ct al and further 
in view of U.S. Patent No* 4,821,521 issued to Hosoya (hereinafter referred to as Hosova) . 

As previously discussed the combination of Takasago with Tsuchiva et al. 
teaches recording of each individual defect within a track. There is no suggestion or disclosure 
within Tsuchiva et al for providing a threshold value to determine the number of tracks that are 
affected by the same spot defect m only recording those defects that are at least as large as tlie 
threshold. Accordingly, the rejection of Claim 5, as previously discussed, is in error. The 
addition of Hosova to the combination of Takasago and Tsuchiva et al does nothing to correct 
this error. Hosoya at column 6, lines 22-25 discloses storing defective sector information in the 
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optical disk. The Applicant respectfully points out that Claim 7 includes all the features of 
Claim 5 and that the defect list as recited by Claim 5 only includes tracts affecUal by the same 
spot defect wherein the number of tracts is greater than a predetermined threshold. The cited 
references, eilher alone or taken in combination, do not disclose or suggest the foregoing features 
of creating a defect list as recited by Claim 5 that includes tracts affected by the same spot defect 
wherein the number of tracts is greater than a predetermined threshold. Accordingly this 

rejection is, respectfully, traversed. 

The Applicant would like to point out that the rejection of Claims 7 under the 
provisions of 35 U.S.C. §103(a) as being unpatentable over TakasafiP in view of Tsuchiva et aj, 
and further in view ofHosoya is a new rejection that was not necessitated by the previous 
amendment made by the Applicant, lhe previous amendment did not change Claim 7 in any 
manner whatsoever. The previous amendment to Claim 5 rearranged the wording in a manner 
that resulted in no substantive change. The previous Office Action contained a rejection to 
Claims 7 under the provisions of 35 U.S.C. §103(a) has being obvious over a Tsuchiya el al. in 
view of Hesoya. As previously stated, the previous amendment to Claim 5 does not result in any 
substantive changes. The previous amendment to Claim 5 did not necessitate a new rejection. 
Claim 7 depends from Claim 5 and claim 7 was not amended by Applicant' s previous response. 
Therefore, the holding of finality for Ibis Office Action is premature. 

Regarding the rejection to Claim 8 under the provisions of 35 U.S.C §103(a) as 
being unpatentable over the combination of Tak^ago with Tsuchiva etal and further in view of 
Hosova . As previously discussed the combination of Takasago with Tsuchiya et al. 
disclose recording of each individual defect within a track. Inerc is no suggestion or disclosure 
within Tsuchiva etal for providing a threshold value to determine the number of tracks that are 
affected by the same spot defect in only recording those defects that are at least as large as the 
threshold. Accordingly, the rejection of Claim 5, as previously discussed, is in error. Claim 6 
depends from Claim5 and Claim 8 depends from Claim6. The addition of Hosoya to the 
combination of mmssi and TSHchiva et al does nothing to correct this error. BQSSSI& at 
column 2, lines 64-68 and FIG. 7 teaches referring to defective sector information in the optical 
disk. The Applicant respectfully points out that Claim 8 includes all the features of Claim 5 and 
that the defect list as recited by Claim 5 only includes tracts affected by the same spot defect 
wherein the number of tracts is greater than a. predetermined threshold. The cited references, 
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. defect lis. . teen* by CM. 5 tet inch*" affected by the same ^ "herem 

resnectfuDy, traversed. 

The Applied would Ito •> P°««o». ** 0,6 rf * ^ 

of 35 O.S.C. IUBW » bctag unpatetrtable over T^S * view of IsatasUi 

mrteany^bsbvdivechangcs. Tte,^-— «CI*S.««^*«-^ 

Theprevi.„,0*coAcuoncon^are,~™ 

Ml*^i>.«.i T^,«»U> ra ^ndmc B ..oCtato6 alS oM D oaun8» 

The final Office Aclfonrejects Claim 20 onto the provaons of 35 U.S.C. 
a. being unpaumtabl. over IBaaffi ta view of tatasuL H- Applicant, 

defect ta oily reeling those defects that ate at least as large as the ****** - — W 
Claim 5. Accordingly, the rejection of Claim 5, as previously discussed, is believed to be in 
m Claim 20 depends from Claim 5; therefore. Claim 20 is also believed «o bo allowable 
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Applicant is not aware of any additional patents, publications, or other 



information not previously submitted to the Patent and Trademark Office which would be 

required under 37 C.F.R, 1.99, 

In view of the foregoing amendment and remarks* the Applicant believes that the 

present application is in condition for allowance, with such allowance being, respectful ly, 
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